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DETAILED ACTION 

1 . This office action is in response to the amendment/request for continued 
examination dated 1/22/2004. Claims 17 are pending. 

Claim Rejections - 35 USC § 103 

2. The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

3. Claims 1-4, 6-12, and 14-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Peiffer et al. (US5955181 ) in view of Oishi et al. (US5936048) 
and Rogers et al. (US5804626). 

4. Claim 1 requires a transparent polyester film comprising: at least one 
flame retardant which is soluble in polyester, wherein said at least on flame 
retardant, as dispersed by component masterbatch, is fed directly by an extruder 
during production of the film, wherein said masterbatch had previously been 
dried by gradual heating at sub atmospheric pressure, with stirring; and a 
polyester; wherein said transparent polyester film does not embrittle when 
exposed to temperatures of 100° C for 100 hours. 

5. The limitation "where said at least one flame retardant, as dispersed 
component of a masterbatch, is fed directly by an extruder during the production 
of the film, wherein said masterbatch had been previously dried by gradual 
heating at subatomic pressure, with stirring" in claim 1 , is a process limitation in a 
product claim does not appear to be further limiting in so far as the structure of 
the product is concerned. Even though product claims are limited by and 
defined by the process, determination of patentability is based on the product 
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itself. The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or 
obvious from a product of the prior art, the claim is unpatentable even though the 
prior product Was made by a different process. In re Thorpe, 777 F.2d 695, 698, 
227 USPQ 964, 966 (Fed. Cir. 1985). See MPEP § 2113. In the instant case, 
the examiner takes the position that the combination of Peiffer with Oishi and 
Rogers results in a product that is the same as that instantly claimed although it 
was made via a different process, as the product of Peiffer as modified by Oishi 
and Rogers results in a transparent biaxially oriented polyester film containing 
the same components in the same amounts as claimed by the applicant, as will 
be shown below. 

6. Regarding the limitations of claim 1 , Peiffer teaches a transparent, 
biaxially oriented heat sealable polyester film, wherein the film has at least one 
base layer and at least one outer layer (column 3, lines 45-50 and example 4). 

7. Peiffer does not teach the soluble flame retardant or the embrittlement 
requirements of claim 1 . However, it is noted that Peiffer does teach that the 
base and outer layers may contain conventional additives, including but not 
limited to phosphorous based compounds (column 6, lines 49-54) 

8. Bearing the above in mind, Oishi teaches a method for preparing a 
modified polymer resin (title). These polymer resins include polyester such as 
polyethylene terephthalate (Column 17, lines 43-45). Oishi also teaches that in 
addition to a modified resin additive, an additive such as dimethyl- 
methylphosphonate (DMMP) may be added to a resin to provide that resin with 
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flame retardant properties (column 21 lines 4-11). Typically this flame retardant is 
added in an amount of 5-40% by weight (Column 23 lines 47-48). 

9. Therefore it would have been obvious to one with ordinary skill in the art to 
add a 5-40% of a flame retardant such as DMMP as taught by Oishi et al. to the 
polyester film of Peiffer. 

10. One would have been motivated to make this modification due to the 
teaching in Peiffer that phosphorous based additives can be added to the film 
and the teaching in Oishi that introducing DMMP (a phosphorous based flame 
retardant) into a polyester increases its flame resistance. 

11. In the instant specification, DMMP is listed as a flame retardant that is 
soluble in polyesters. Thus, the examiner takes the position that the limitations 
regarding the flame retardant in claim 1 (i.e. solubility in polyester) are met when 
DMMP is added to the PET film of Murschall et al. 

12. However, Peiffer as modified by Oishi still fails to teach the embrittlement 
requirement of claim 1 . 

13. With respect to this deficiency, Rogers et al. teaches a polyester 
composition that comprises 95-99.90% by weight of a polyester, and 0.1-5.0% by 
weight of one or more polymeric carbodiimides (column 2, lines 34-50). Rogers 
et al. teaches that the carbodiimide acts as a hydrolysis stabilizer, which prevents 
the catalytic breakdown of polyesters at high temperature (column 7, lines 43- 
49). In a specific embodiment, Rogers et al. manufactures a PET film that 
contains 2% by weight of a carbodiimide known as Staboxal M (2, 2\ 6,6'- 
tetraisopropyldiphenyl carbodiimide). This PET film, when exposed to 
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temperatures of 121° C for 9 days maintained at least 50% of its initial tensile 
strength (see examples). The examiner interprets this retention of tensile 
strength as an indicator that the PET film of Rogers et al. has not "embrittled" 
after 9 days at a temperature over 1 00° C. 

1 4. Therefore it would have been obvious to one with ordinary skill in the art at 
the time the invention was made to add 0.1-5% by weight of a hydrolysis 
stabilizer as taught by Rogers to the polyester film taught by Peiffer as modified 
by Oishi. 

1 5. One would have been motivated to make this modification in view of the 
fact that the polyester film of Peiffer is heat sealed at relatively high (1 1 0 °C) 
temperature and the teaching in Rogers that adding a hydrolysis stabilizer 
prevent catalytic breakdown of polyesters at high temperature. 

16. The examiner takes the position that the applicant's requirement in claim 1 
of a polyester that does not embrittle after 1 00 hours at 1 000 C is met by the 
combination of Peiffer with Oishi and Rogers. This is due to the fact that Rogers 
et al. specifically teaches that when a hydrolysis stabilizer is utilized in a PET 
film, the film retains at least 50% of its mechanical strength after 9 days (216 
hours) at 121° C. 

1 7. Claim 2 is met as set forth above for claim 1 . 

1 8. The limitations of claim 3 further limit the process limitations in claim 1 . 
Thus, the limitations of claim 3 are process limitation in a product claim and do 
not appear to be further limiting in so far as the structure of the product is 
concerned. As stated above at section 5 of this office action, then examiner 
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maintains that the combination of Peiffer with Oishi and Rogers results in a 
product that is the same as that instantly claimed although it was made by a 
different process. This is in light of the fact that this combination of references 
results in a product that is made of the same materials in the same amounts as 
that instantly claimed, and exhibits high embrittlement resistance, as discussed 
above at sections 1 3-1 7. 

19. Claim 4 is met as set forth above; as DMMP is an organic phosphorous 
based flame retardant. 

20. Regarding claim 6, wherein the applicant requires the film to comprise 0.5- 
30.0% by weight of a flame retardant. This limitation is met as set forth above for 
claim 1. 

21 . Regarding the limitations of claim 7, which requires the film to comprise 
0.1-1 .0% by weight of a hydrolysis stabilizer. This limitation is met as set forth 
above for claim 1 , as Rogers et al. clearly teaches that 0.1-5% by weight of a 
hydrolysis stabilizer should be added to polyesters. As 0.1 specifically falls within 
the range specified by the applicant in claim 7, this limitation is met. 

22. Regarding the limitations of claim 8, wherein the applicant requires the 
polyester film to have two layers comprising a base and at least one outer layer. 
This limitation is met as set forth above, as Peiffer explicitly teaches the 
formation of a base layer and an outer layer. 

23. Regarding claims 9-12, which require that the outer layer of the polyester 
film of claim 8 contain .5-30% by weight of a flame retardant, and 0.1-5% by 
weight of a hydrolysis stabilizer in the outer layer. Peiffer teaches that the 
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additives can be added to the base and the outer layers (column 6, lines 49-51 ). 
The teachings of Oishi and Rogers are relied on as set forth above. 

24. Therefore it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to add 5-40% of a flame retardant such as 
DMMP as taught by Oishi et al. and 0.1-5% by weight of a hydrolysis stabilizer as 
taught by Rogers to the outer layer of the polyester film of Peiffer. 

25. One would have been motivated to make these additions for the reasons 
set forth above for each component and in view of the teaching in Peiffer that the 
additives can be added to both the base and outer layers. 

26. Regarding the limitations of claims 1 4-1 7, wherein the applicant requires 
the polyester film of claim 1 to exhibit various optical properties. The examiner 
takes the position that these requirements are met by the combination of Peiffer 
with Oishi and Rogers, as this combination results in a polyester film comprising 
the same components in the same ratios as that of the instantly claimed 
invention. Further, Peiffer teaches examples that expressly meet the claimed 
gloss (i.e. example 4), and teaches that the "gloss and haze of the film have 
been significantly improved" (column 8, lines 29-33). 

27. Claims 5 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Peiffer as modified by Oishi and Rogers as applied to claims 
1-4, 6-12, and 14-17 above, and further in view of Murschall (DE1 9630599). 

28. Peiffer as modified by Oishi and Rogers as applied to claims 1-3, 5-12, 
and 14-17 above fails to teach the specific type of hydrolysis stabilizers required 
by claim 5 and the recycled material requirement of claim 13. . 
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29. However, Murschall et al. teaches that antioxidants such as sterically 
hindered phenols or carbodiimide are suitably added to polyester compositions 
(page 3, table). These additives exhibit both antioxidant and hydrolysis stabilizing 
qualities that prevent the degradation of the polymer (page 3, lines 5-10 and 
table). 

30. Therefore it would have been obvious to one with ordinary skill in the art to 
utilize a sterically hindered phenol as taught by Murschall as the hydrolysis 
stabilizer in Peiffer as modified by Oishi and Rogers, as the prior art recognizes 
the equivalency of Sterically hindered phenols and carbodiimide as hydrolysis 
stabilizer in polyesters. 

31 . Substitution of equivalents requires no express motivation as long as the 
prior art recognizes the equivalency. In Re Fount 21 3 USPQ 532 (CCPA 1 982); 
In Re Siebentritt 1 52 USPQ 61 8 (CCPA 1 967); Grover Tank & Mfg. Co. Inc V. 
Linde Air Products Co. 85 USPQ 328 (USSC 1 950). 

32. Further, Murschall teaches that transparent polyester compositions can be 
made from recycled material (page 5, lines 23-25). 

33. Therefore it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to utilized recycled material as taught by 
Murschall in the polyester film taught by Peiffer as modified by Oishi and Rogers. 

34. One would have been motivated to make this modification for a variety of 
reasons, such as the environmental benefits that would be obtained from using 
recycled material. 
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Response to Arguments 

35. Applicant's arguments filed 1/22/2004 have been fully considered but they 
are not persuasive. First, applicant's arguments with respect to the requirement 
that the polyester film be biaxially oriented are moot in view of the new grounds 
of rejection. Second, applicant's argument of unexpected results with respect to 
the yellowness of the film is not persuasive for the following reasons: 1 ) The 
argument is not commensurate in scope with the claims, as yellowness is not 
required by all of the instant claims; 2) Even if the argument were commensurate 
in scope, it would not be persuasive because applicant has provided no data 
establishing that the result is truly unexpected and not encountered in the prior 
art. Merely arguing that a result is unexpected cannot be considered persuasive 
unless supported by a conclusive showing to that effect. 

36. All of the applicant's remaining arguments are addressed by the reasoning 
set forth in section 35. If applicant wishes to discuss this case and possible 
methods of more firmly establishing the argument of unexpected results, 
applicant's representatives are invited to contact the examiner at their 
convenience. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Nikolas J. Uhlir whose telephone number is 
571-272-1517. The examiner can normally be reached on Mon-Fri 7:30 am - 5 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Paul J. Thibodeau can be reached on 571-272-1516. The 
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fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 




PaulThibodaau 

Supervisory Patent Examiner 
Technology Center 1 700 



